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DETAILED ACTION 

1 . This application is a national stage entry of PCT/IB04/03924, filed November 30, 2004. 

2. Claims 1-5 are currently pending. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

4. The listing of references in the Search Report is not considered to be an information 
disclosure statement (IDS) complying with 37 CFR 1.98. 37 CFR 1.98(a)(2) requires a legible 
copy of: (1) each foreign patent; (2) each publication or that portion which caused it to be listed; 
(3) for each cited pending U.S. application, the application specification including claims, and 
any drawing of the application, or that portion of the application which caused it to be listed 
including any claims directed to that portion, unless the cited pending U.S. application is stored 
in the Image File Wrapper (IFW) system; and (4) all other information, or that portion which 
caused it to be listed. In addition, each IDS must include a list of all patents, publications, 
applications, or other information submitted for consideration by the Office (see 37 CFR 
1.98(a)(1) and (b)), and MPEP § 609.04(a), subsection I. states, "the list ... must be submitted on 
a separate paper." Therefore, the references cited in the Search Report have not been considered. 
Applicant is advised that the date of submission of any item of information or any missing 
element(s) will be the date of submission for purposes of determining compliance with the 
requirements based on the time of filing the IDS, including all "statement" requirements of 37 
CFR 1.97(e). See MPEP § 609.05(a). 
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Drawings 

5. Figure 1 should be designated by a legend such as —Prior Art— because only that which is 
old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance with 37 CFR 
1.121(d) are required in reply to the Office action to avoid abandonment of the application. The 
replacement sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes are not accepted 
by the examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recites "a third step of setting said gain factor to the value as previously set by 
said first and second steps if the level of said output readout signal does not exceed said 
maximum target level nor drops below said minimum target level" (see last five lines). Note that 
this "value" would only exist if one of the following conditions are satisfied: (a) "if the level of 
said output readout signal exceeds said maximum target level", as recited in the "first step"; or 
(b) "if the level if said output readout signal drops below said minimum target level", as recited 
in the "second step". Therefore "the value" recited in the third step would lack antecedent basis 
because the condition "if the level of said output readout signal does not exceed said maximum 
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target level nor drops below said minimum target level" can never occur concurrently with 
conditions (a) and (b). 

Claims 2-4 have similar erroneous limitations as claim 1 . 

Claim 5 is dependent upon claim 1 . 

Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

9. Claim 5 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

Claim 5 is drawn to a "program" per se as recited in the preamble and as such is non- 
statutory subject matter. See MPEP § 2106.01. Data structures not claimed as embodied in 
tangible computer readable media are descriptive material per se and are not statutory because 
they are not capable of causing functional change in the computer. See, e.g., Warmerdam, 33 
F.3d at 1361, 31 USPQ2d at 1760 (claim to a data structure per se held nonstatutory). Such 
claimed data structures do not define any structural and functional interrelationships between the 
data structure and other claimed aspects of the invention, which permit the data structure's 
functionality to be realized. In contrast, a claimed tangible computer readable medium encoded 
with a data structure defines structural and functional interrelationships between the data 
structure and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. Similarly, computer programs claimed as 
computer listings per se, i.e., the descriptions or expressions of the programs are not physical 
"things." They are neither computer components nor statutory processes, as they are not "acts" 
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being performed. Such claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a computer, 
which permit the computer program's functionality to be realized. 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1 1 . Claims 1-5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by Horibe 
(WO03/077248) (please refer to US 7,215,632). 

In regard to claim 1 Horibe discloses a method of controlling the level of an input readout 
signal (Figure 15: "reproduction signal") read from an optical disc for generating an output 
readout signal (output of variable gain amplifier 1), said method comprising: a step of amplifying 
said input readout signal by a gain factor for generating said output readout signal (understood 
from variable gain amplifier 1), a step of comparing said output readout signal with a maximum 
target level and with a minimum target level (column 25, lines 47-5 1 : "an amplitude detector 6 
which receives the outputs of the peak detector 4 and the bottom detector 5, and calculates a 
signal amplitude of the input to the A/D converter 3 to output an amplitude information signal"), 
a first step of setting said gain factor to a value defined as the ratio between said maximum target 
level and the level of said input readout signal if the level of said output readout signal exceeds 
said maximum target level (column 13, lines 23-25: "when the detected amplitude value is larger 
than the target value, the controller 12 controls the gain offset unit 10 so as to reduce the gain of 
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the gain offset unit 10"; column 30, lines 15-18: "the signal amplitude and offset of the input to 
the A/D converter are kept approximately constant". Note that element 1 is a "variable gain 
amplifier", and it is well known that the amplifier gain is set using the ratio of an output signal to 
an input signal. In this case, the "signal amplitude" is "kept approximately constant" by setting 
the gain to be a ratio between the maximum target level detected by peak detector 4 and the input 
reproduction signal), a second step of setting said gain factor to a value defined as the ratio 
between said minimum target level and the level of said input readout signal if the level of said 
output readout signal drops below said minimum target level (column 13, lines 20-22: "controls 
the gain offset unit 10 so as to increase the gain of the gain offset unit 10 when the detected 
amplitude value is smaller than the target value"; column 30, lines 15-18: "the signal amplitude 
and offset of the input to the A/D converter are kept approximately constant". Note that element 
1 is a "variable gain amplifier", and it is well known that the amplifier gain is set using the ratio 
of an output signal to an input signal. In this case, the "signal amplitude" is "kept approximately 
constant" by setting the gain to be a ratio between the minimum target level detected by bottom 
detector 5 and the input reproduction signal.), a third step of setting said gain factor to the value 
as previously set by said first and second steps if the level of said output readout signal does not 
exceed said maximum target level nor drops below said minimum target level (column 30, lines 
3-4: "calculating a signal amplitude of the input to the A/D converter as an amplitude 
information signal", and lines 9-11: "a controller for performing gain control and offset control 
of the gain offset unit based on the amplitude information signal", i.e., it is understood that a 
"default" gain control is applied if the reproduction signal lies within an acceptable range. Note 
that this interpretation is made in light of the 1 12-2 nd paragraph rejection above.). 
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Claims 2-4 have similar limitations as claim 1. Furthermore, in regard to claim 2, Horibe 
discloses a step of comparing said gain factor with a gain threshold (column 25, lines 47-5 1 : "an 
amplitude detector 6 which receives the outputs of the peak detector 4 and the bottom detector 5, 
and calculates a signal amplitude of the input to the A/D converter 3 to output an amplitude 
information signal"), a step of generating said information signal having a first state if said gain 
factor is below said gain threshold (column 13, lines 20-22: "controls the gain offset unit 10 so as 
to increase the gain of the gain offset unit 10 when the detected amplitude value is smaller than 
the target value"), and a second state if said gain factor is above said gain threshold (column 13, 
lines 23-25: "when the detected amplitude value is larger than the target value, the controller 12 
controls the gain offset unit 10 so as to reduce the gain of the gain offset unit 10"). 

In regard to claim 5, Horibe discloses a computer program comprising code instructions 
for implementing the steps of the method as claimed in claim 1 (understood from the fact that the 
invention of Horibe is a "signal processing apparatus"). 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Masashi et al. (US 5,574,714) disclose an amplifier with peak and bottom signal level 
shifting control. 

Inokuchi et al. (US 6,912,190) disclose an amplitude detecting circuit that detects 
amplitude using a peak/bottom detecting circuit which has a time constant that can detect 
upper/lower envelopes of an input signal even when recorded signals are mixed. 
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13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Agustin whose telephone number is 571-272-7567. The 
examiner can normally be reached on Monday-Thursday 8:30 AM-6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on 571-272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Peter Vincent Agustin/ 
Patent Examiner 
Art Unit 2627 



